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DETAILED ACTION 

1 . Applicants' response to the ofRce action filed on July 07, 2010 has been considered and 
acknowledged. 

Status of the Application 

2. Currently claims 1-6, 8-12, 14-25 are pending. Claim 7, 13, 26-34 were previously cancelled. 
All arguments and amendment have been fully considered and thoroughly reviewed and deemed 
unpersuasive for the reasons that follow. The text of those sections of Title 35, U.S. Code not 
included in this action can be found in a prior Office action. The action is made FINAL. 
Response to arguments: 

3. With regard to the rejection of claims 1-6, 8-12, 16, 19, 22 under 35 USC 102(e) as being 
anticipated by Jansson et al.. Applicants' arguments were fiiUy considered and found 
unpersuasive. First, Jansson et al. reference as whole, does teach use of pyrophosphate in the 
detection step, the cited paragraph 0019 of Jansson et al. teach release of AMP and 
pyrophosphate mediated by luciferase-luciferin reaction. The following paragraph 0020 further 
teach the conversion of AMP to ATP by a phosphate donor (pyrophosphate) (as evidenced by the 
PCT/FI03/00131 as cited in the paragraph 0020) by the utilization of adenylate kinase, 
nucleoside-diphosphate kinase and dCTP, which inherently teach that the pyrophosphate 
released as by product is used in detecting the ATP. In addition as stated in MPEP 213 1 .01 
'Extra Reference or Evidence Can Be Used To Show an Inherent Characteristic of the Thing 
Taught by the Primary Reference is inherent'. In the present context, PCT/FI03/003 1 reference 
cited in paragraph 0020 teaches the reaction steps for conversion of AMP into ATP that utilizes 
pyrophosphate released as a bi-product, which supports inherency of the reaction steps utilizing 
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pyrophosphate as a phosphate donor in the conversion of AMP into ATP. Second, the claims are 
in 'comprising' open format, and according to MPEP 21 1 1.03, as additional elements or steps 
that are unrecited are within the scope of the claims. Thus the reaction steps converting AMP to 
ATP are within the scope of the instant claims. Third, the cited paragraph 0007 of Jansson et al. 
teach the detection of AMP as an indication of presence of ligation product, which is a measure 
for the presence or absence of the genetic element, and it is not cited as a basis for ATP or 
pyrophosphate production as asserted by the Applicants. Accordingly the rejection is maintained. 

5. With regard to the rejection of claims 1-6, 9, 14, 16-18, 20-24 under 35 USC 102(b) as being 
anticipated by Shultz et al.. Applicants' arguments were fully considered and found 
unpersuasive. First, Shultz et al. does teach detection of ATP and use of pyrophosphate in 
detection system because the Examiner cited paragraphs does teach said limitations. Second, as 
discussed above, the claims are in open 'comprising' format and thus the reaction steps 
converting AMP into ATP that utilize phosphate donor from pyrophosphate that is released as a 
by product are within the scope of the instant claims. Third, the cited portion col. 41, line 42-56 
of Shultz et al. does teach detection of ATP, which inherently utilizes a phosphate from 
pyrophosphate to convert AMP into ATP. Accordingly the rejection is maintained. 

6. With regard to the rejection of claims 15, and 25 under 35 USC 103(a) as being obvious over 
Jansson et al. in view of Schalling et al. , Applicants' arguments were fiiUy considered and found 
unpersuasive. As discussed above Jansson et al. does teach the method and as discussed in the 
rejection it would have been obvious to modify the method with the teachings of Schalling et al. 
With regard to no teaching or suggestion to combine the references, it is noted obviousness can 
only be established by combining or modifying the teachings of the prior art to produce the 
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claimed invention where there is some teaching, suggestion, or motivation to do so found either 
in thereferences themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 
347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, specific motivation is provided in the 
rejection, which states that An ordinary person skilled in the art would have motivated to 
combine the references because the ordinary practitioner would have a reasonable expectation of 
success that the combination would result in improving the specificity by reducing the non- 
specific and unintended products because Schalling et al. explicitly taught that the use of repeat 
sequences and normalization of signal to achieve specific target detection (see col. 2, line 20-34, 
col. 6, line 1-10) and such a modification of the method is considered obvious over the cited 
prior art. 

Conclusion 

No claims are allowable. 

THIS ACTION IS MADE FINAL. Apphcant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Suryaprabha Chunduru whose telephone number is 571-272- 
0783. The examiner can normally be reached on 8.30A.M. - 4.30P.M, Mon - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 571-272-0782. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
/Suryaprabha Chunduru/ 
Primary Examiner, Art Unit 1637 



